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Canada’s evolving approach to fluid marks 

Bereskin & Parr

also to help repurpose a brand or convey 
new meaning. Perrier launched a non-
traditional campaign which, as the New York 
Times reported, “play[ed] with its venerable 
brand to draw younger fans”.

 (Product) RED and Gap launched 
a powerful campaign where the 
transformation of the (RED) trademark 
into various words (eg, EMPOWE(RED), 
UNCENSO(RED), DESI(RED), DISCOVE(RED), 
INSPI(RED), ADMI(RED), ADO(RED)) 
managed to bring a new dimension of 
meaning to the campaign, while still 
retaining the message connoted by the 
singular (RED) mark.

Risk, protection and enforcement
With the branding and marketing 
opportunities that fluid marks bring 
come legal issues and risks that should 
be carefully considered before the launch 
of a fluid mark. The Canadian Intellectual 
Property Office (CIPO) is in the process of 
modernising its approach to non-traditional 
marks. In March 2012 CIPO announced that 
it would immediately accept applications 
for sound marks. Before that, in October 
2010 CIPO published a draft practice 
notice for consultation which proposed 
the registrability of moving images and 
holograms as trademarks. 

More recently, in March 2013 Canada’s 
Parliament gave first reading to Bill C-56 
(the Combating Counterfeit Products Act), 
which uses the internationally recognised 
word ‘signs’ to refer to protectable subject 
matter, which now includes colours, three-
dimensional shapes, holograms, moving 
images, packaging modes, scent, tastes and 
textures. 

Nevertheless, in Canada there is no 
formal mechanism in place to protect 
fluid marks per se, which increases the 
importance for counsel to adopt a strategic 

and cautious legal approach when advising 
rights holders in this area. 

One important risk to use of a fluid 
mark is jeopardising the original registered 
mark. In Canada, a registration can be 
challenged and cancelled if evidence fails 
to show use of the mark as registered 
within the preceding three years. Minor 
updates and tweaks to marks are common, 
particularly over many years of use, and 
such small deviations, if unimportant to 
the mark’s overall commercial impression, 
are unlikely to result in cancellation of the 
registration. 

However, fluid marks, with their 
intentional deviations from the original 
mark, can present a more serious risk of 
a non-use challenge. In a seminal case 
(Honey Dew, Ltd v Rudd, [1929] 1 DLR 449), 
the Federal Court of Canada broadly stated 
that: “The practice of departing from the 
precise form of a trade mark as registered is 
objectionable, and is very dangerous to the 
registrant.” This warning has been reiterated 
by the Federal Court of Appeal: “Obviously, 
with every variation the owner of the trade 
mark is playing with fire...[b]ut cautious 
variations can be made without adverse 
consequences” (Promafil Canada Ltée v 
Munsingwear, Inc, [1992] FCJ no 611 at 12). 

Determining whether a modified mark 
is close enough to qualify as use of the 
registered mark requires a case-by-case 
basis analysis. A review of case law shows 
that even fairly modest amendments 
to a mark can result in trouble for the 
registration. In a recent case, use on 
packaging of a word mark was deemed 
not to be attributable to the registered 
trademark, which also contained a design 
component. The court held that the omitted 
design portion was an essential feature of 
the mark as registered (CLIC International 
Inc v Convenience Food Industries (Private) 

Fluid marks are trademarks that have a 
dynamic representation, intentionally 
modified by their owners from their 
standard form. Such deviations from a 
mark’s uniform format can place fluid 
marks at odds with the conventions and 
key principles of Canadian trademark law 
and practice – namely, that the best way to 
build a strong mark that clearly signifies 
its source is to use it consistently and 
statically over time. However, the use of 
non-traditional marks, and fluid marks in 
particular, appears to be as popular and 
desirable among rights holders as ever. 

There are various reasons why rights 
holders use fluid marks as an alternative 
or complement to the use of traditional 
marks. Modifying a mark can demonstrate 
a company’s creativity, ingenuity and 
versatility. Fluid marks also allow rights 
holders to create clever and interactive 
marketing campaigns and connect with 
their consumers in a new and meaningful 
way. Contrary to conventional wisdom, fluid 
marks are also a tool through which to build 
the strength of the underlying mark; if 
variations of the mark are recognisable and 
capable of signifying source, such use can 
highlight the strength of the primary mark. 

Fluid marks may invite a different level 
of engagement with the brand, where the 
consumer plays an active role in interpreting 
the branding message, rather than passively 
receiving it. In this respect, fluid marks 
reflect current technologies and digital 
media, which are themselves evolving, 
disruptive and fluid. Google is the often-
cited example – if not the paradigm – of an 
effective fluid mark campaign. Many people 
anticipate and enjoy Google’s frequent 
thematic iterations of its famous mark.

Several other brands have also offered 
up clever modifications of their primary 
mark, not only to promote a product, but 

While rights holders can freely explore the creative and commercial opportunities presented by the use of a 
modified form of their trademark, they would be well advised not to stray too far from the original mark
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Opposition Board found that since a rights 
holder is permitted to use its registered 
word mark in any form, “including in a 
manner which places more visual emphasis 
on one of the component words” (Bedessee 
Imports Ltd (Re), [2013] TMOB no 5016 
at para 15), it found that a modified and 
dressed-up version constituted use of the 
registered word mark AFRIKANA BRAND.

One way to avoid the risk and 
uncertainty of a non-use challenge is for 
rights holders to continue to make use of 
their mark in its original registered form, 
even if a modified version of the mark is 
also used. A registration can be partially 
cancelled if used only for some of the goods 
or services covered in the registration. 
Rights holders should therefore be mindful 
to use the original mark with all registered 
goods or services or risk the registration 
being only partially maintained.

Another important consideration before 
launching a fluid mark is the strength 
of the primary mark. While modifying a 
primary mark for marketing and branding 
purposes can be appealing, rights holders 
should ensure that the integrity of the 
primary mark will not be compromised 
in the process. In many cases, the more 
established the primary mark through 
continued and extensive use over a long 
period of time, the more likely it can 
withstand modifications while retaining its 
own goodwill and reputation. In a similar 
vein, the more established the primary 
mark, the more likely that its creative 
iterations will be appreciated by consumers. 

Another risk associated with fluid marks 
is that others may join in on the fun of 
modifying the mark. As fluid marks invite 
consumer participation and interaction, 
they often also attract spoofs, parodies and 
unwelcome creative ‘interpretations’.

Rights holders should have a strategy 
in place for dealing with such ‘audience 
participation’, and be aware that an 
aggressive approach to enforcement 
could have unwanted ramifications to 
the brand’s image and may undermine 
the objectives of ingenuity and consumer 
engagement intended by the campaign. 
This is particularly the case today, since a 
demand letter can be shared online with 
millions of people in a matter of seconds 
and can potentially embarrass the sender 
more than the recipient. Some brands have 
opted to encourage consumer participation 
in reimagining the company logo. For 
example, Google holds public contests to 
create a new Google theme logo for display 

on the homepage (see www.google.ca/
doodle4google/).

In cases where legal enforcement of 
intellectual property is desired, a successful 
outcome is not assured. Success in a 
trademark infringement claim is dependent 
on proving a likelihood of consumer 
confusion. Source confusion can be difficult 
to establish in cases of a spoof or parody of 
a trademark; since most brands prefer not 
to mock themselves publicly, it is arguable 
that consumers would be aware that the 
satirical iteration emanated from a third 
party. Recourse against an unauthorised 
parody of a mark may be found under 
Canada’s dilution provision, which 
prohibits use of a registered trademark in 
a manner that is likely to have the effect 
of depreciating the value of the goodwill 
attaching to the mark. While this provision 
may provide recourse in some cases, there 
are evidentiary challenges to proving 
depreciation. Moreover, courts have 
interpreted this provision to apply when 
the third-party use is commercial, which is 
not always the case with a parody mark. 

Branding strategy should consider 
protecting the new variants in and of 
themselves, whether under trademark, 
copyright, industrial design or patent 
law, or a combination thereof. Obtaining 
trademark protection for the modified 
forms of the mark could have potential 
benefits, particularly in connection with 
enforcement. While it may not always be 
practicable or cost effective to register all 
variants of a mark, particularly if a fluid 
mark campaign is likely to be short lived, 
rights holders should take the opportunity 
where possible to establish rights in a series 
of similar marks. Typically, rights holders 
of a family of marks enjoy a broader scope 
of protection, and using and registering 
variations of a trademark can enhance 
a rights holder’s trademark stake in the 
marketplace and on the register. 

Rights holders also should not take 
for granted that their desired iteration 
is available for use simply because they 
have rights in the original mark. It is often 
advisable to conduct availability searches 
before using a variant of a mark, or to 
secure licensing where a new design is 
the result of a creative collaboration or an 
inspired change. 

With these issues in mind, rights holders 
can freely explore the creative and 
commercial opportunities presented by the 
use of a modified form of their mark, but 
would be well advised not to stray too far 
from the original trademark (or from IP 
counsel). WTR
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